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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

1 . This is responsive to the application filed on May 30, 2001 . 
Claims 1-26 have been submitted for examination. 

Drawings 

2. The drawings are objected to because step 28 of Fig. 1 recites the term limit, a 
term not defined in the specification or corresponding with the claim language. 

Corrected drawing sheets are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as 
per 37 CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 
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Specification 

3. The disclosure is objected to because of the following informalities: 
Spacing of "block" and "42" (pg. 11, line 24). 

Spacing of "block" and "32" (pg. 12, line 3). 
Appropriate correction is required. 

Claim Objections 

4. Claim 19 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

Claim 17 teaches a single publisher while claim 19 teaches a plurality of 
publishers. The plurality of publishers of claim 19 broadens the scope of claim 17, 
therefore, expanding the claim instead of further limiting the subject matter. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 1-8, 12-13, 20, and 22-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cole et al. (U.S. Patent No. 5,752,042), hereafter "Cole". 

7. As to claim 1 , Cole teaches: 

downloading software update information through a network to the computer (col. 
3, lines 35-40, "client downloads update manager, ..."); 

determining if a software update is available from the software update 
information (col. 4, lines 2-8, "table list code updates available"); 

downloading a criticality check program through the network to the computer (col. 
3 lines 40-44, "client downloads recognizer program from server"; Fig. 3a); 

executing the criticality check program on the computer (col. 3, lines 40-44, 
"...and executes it"; Fig. 3a); 

evaluating the criticality of the software update from an output of the criticality 
check program and the software update information (col. 3, line 52 - col. 6, line 30; col. 
3, lines 52- 54, "sends information obtained by recognizer program"; col. 6, lines 1-4 
"determines the level of criticality"); 

accessing stored user preference information (col. 3, lines 42-52, "obtains basic 
system information about the client"; Abstract, "user selects from a list and sends"); and 

determining if the software update should be automatically downloaded and 
installed from the user preference information and the evaluated criticality of the 
software update (col. 5, line 55 - col. 6, Iine35, "results include yes/no answers whether 
code update is appropriate for client", "assign critical level for each code update based 
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on the need of the client for the update"; Abstract, "in response to user selection, server 
sends code update addresses"). 

8. As to claim 2, Cole further teaches the software update information includes a 
criticality rating (col. 5, line 55 - col. 6, Iine7, "assign a critical level to each code 
update", "server determines level of criticality of code updates for display at client"). 

9. As to claim 3, Cole further teaches wherein the step of executing the criticality 
check program on the computer includes determining the configuration of the computer 
(col. 3, lines 40-50, 11 recognizer program obtains basic system information about client") 
and the step of evaluating the criticality of the software update includes adjusting the 
criticality rating from the software update information dependent upon the configuration 
of the computer to produce the evaluated criticality of the software update (col. 3, lines 
60-62, "assign a critical level based on the need of the client"). 

10. As to claim 4, Cole further discloses wherein the user preference information 
includes a user criticality threshold and the step of determining if the software update 
should be automatically downloaded and installed includes comparing the user criticality 
threshold and the evaluated criticality of the software update (col. 5, lines 60-65, "The 
recognizer... in client"; col. 6, lines 1-20, "minimum number of code updates"). 
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11. As to claim 5, Cole further teaches wherein the software update information 
includes a location for downloading the criticality check program (col. 3, lines 28-42, 
"addressing information for the recognizer program"). 

12. As to claim 6, Cole further teaches wherein the step of downloading the criticality 
check program includes downloading the criticality check program from the criticality 
check program location (col. 3, lines 28-44, "furnishing addressing information", 
"downloads recognizer program from server"). 

13. As to claim 7, Cole further teaches wherein the software update information 
includes a location for downloading the software update (col. 6, lines 26-30, "server 
sends FTP addressing information for the code updates"). 

14. As to claim 8, Cole further discloses downloading the software update from the 
software update location; and automatically installing the software update (col. 6, lines 
26-50, "Using FTP addressing, client downloads code updates", "client installs code 
updates"). 

15. As to claim 12, Cole further discloses the step of producing a notification if it is 
determined from the user preference information and the evaluated criticality of the 
software update that the software update should not be automatically downloaded and 



Application/Control Number: 09/867,923 Page 7 

Art Unit: 2124 

installed (col. 4, lines 53-58, "be noted... which of the code updates that are consistent"; 
col. 3, lines 56-67 & col. 6, lines 1-58). 

1 6. As to claim 1 3, Cole further discloses the step of determining from the software 
update information whether to skip the steps of downloading and executing the criticality 
check program and evaluating the criticality of the software update (col. 4, lines 40-45, 
"no recognizer program is fetched"), and wherein the step of determining if the software 
update should be automatically downloaded and installed comprises comparing a user 
criticality threshold included in the user preference information with a criticality rating 
included in the software update information. (This claim is also rejected under the same 
rationale as claims 3 and 4). 

17. As to claims 22, 23, and 24, rejection of claim 1 is incorporated and further 
claims 22, 23, and 24 recite limitations as recited in claim 1 , therefore, claims 22, 23, 24 
are rejected under the same rationale as claim 1 . 

18. As to claims 20, 25, and 26, rejection of claims 1, 2, 4, 8, 12, and 13 are 
incorporated and further claims 20, 25, and 26 recite limitations as recited in claims 1, 2, 
4, 8, 12, and 13, therefore, claims 20, 25, and 26 are rejected under the same rationale 
as claims 1, 2, 4, 8, 12, and 13. 



Claim Rejections - 35 USC § 103 
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19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
» 

20. Claims 14-16, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cole. 

21 . As to claim 14, Cole discloses that it is well known in the art at the time of the 
invention that downloading software update information comprises periodically 
automatically downloading software update information through the network to the 
computer (col. 1, lines 30-35, "whenever server obtains a new update, server 
automatically sends update to client"). 

22. As to claim 15, Cole further discloses that it is well known in the art at the time of 
the invention that downloading software update information includes sending a software 
update query through the network requesting the software update information (col. 1, 
lines 36-37, "client request all updates"). 

20. As to claim 16, Cole further teaches the software update query includes software 
identification information identifying software to be updated and the software update 
information relates to the software to be updated identified in the software identification 
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information (col. 1, lines 36-37, shows "client identifying updates requested, and the 
server responds accordingly", col. 1, line 54, "identified code updates", lines 59-60, 
"server sends information about the list to the client"). 

23. As to claim 21 , rejection of claims 1 , 2, 4, 5, 7, and 14 are incorporated and 
further claim 21 recites limitations as recited in claims 1, 2, 4, 5, 7, and 14, therefore, 
claim 21 is rejected under the same rationale as claims 1, 2, 4, 5, 7, and 14. 

24. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cole as applied to claim 8 above, and further in view of Fawcett (U.S. Patent No. 
5,845,077), hereafter "Fawcett". 

25. As to claim 9, Fawcett teaches the step of producing a notification that the 
software update has been installed (col. 10, lines 5-8, "log is created... software 
installed"). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to produce a notification that software is installed because it allows the user to 
determine available software on the computer and it is a well-known practice in the art 
to produce this notification. 

26. As to claim 1 0, Cole further discloses the steps of determining if a computer 
reboot is necessary and including a request in the notification that the computer be 
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rebooted if a computer reboot is necessary (col. 6, lines 52-55, "client is requested to 
reboot"). 

27. As to claim 1 1 , Fawcett further discloses step of notifying the user of the 
availability of additional software updates (Abstract, "alert user to new products..."). 

It would have been obvious to include in the invention of Cole which indicates the 
code updates that are potentially appropriate for the client (col. 3, lines 65-67), an 
indication of the availability of new additional software updates, because the user will 
always have the most up-to-date computer software immediately available. Also, this 
inclusion offers a saving in advertising costs for the software developers. 



28. Claims 17 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cole as applied to claim 15 above, and further in view of Pedrizetti et al. (U.S. 
Patent No. 6,151,708), hereafter "Pedrizetti". 

29. As to claims 17, Cole discloses a software update query but not a query for 
updates including software publisher information identifying a publisher of software to 
be updated and the software update information includes a list of software updates 
available for software published by the publisher identified in the software identification 
information. However, Pedrizetti teaches the significance of a Dynamic Linked Library 
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written by the vendor on the server computer associating a vendor to the updates to be 
downloaded by that particular vendor (col. 6, lines 1-14). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the query of Cole to request updates by a particular publisher 
because it would have facilitated in determining if the requested program updates are 
available from the particular server, and Pedrizetti's method allows for writing programs 
specifically tailored to a specific update. 

30. As to claim 19, since claim 19 is an obvious variation over claim 17, rejection of 
claim 17 is incorporated and further claim 19 recites limitations as recited in claim 17, 
therefore, claim 19 is rejected under the same rationale as claim 17. 

31. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cole 
and Pedrizetti as applied to claim 17 above, and further in view of Fawcett. 

32. As to claim 18, Fawcett further teaches the step of determining if a software 
update is available from the software update information comprises determining from 
the list of software updates if a software update is available for software on the 
computer (col. 6, lines 20-32, "summary contains information on software available... 
will be listed in summary"). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carlene Gordon whose telephone number is (703) 605- 
4226. The examiner can normally be reached on Mon.-Fri. 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (703) 305-9662. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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